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DETAILED ACTION 
Response to Amendment 

1 . The declaration filed on 28 February 2005 under 37 CFR 1 .131 has been 
considered but is ineffective to overcome the Jang et. al, reference. 

The evidence submitted is insufficient to establish a conception of the 
invention prior to the effective date of the Jang et. al. reference. While 
conception is the mental part of the inventive act, it must be capable of proof, 
such as by demonstrative evidence or by a complete disclosure to another. 
Conception is more than a vague idea of how to solve a problem. The requisite 
means themselves and their interaction must also be comprehended. See 
Mergenthalerv. Scudder, 1897 CD. 724, 81 O.G. 1417 (D.C. Cir. 1897). 

While the Motorola Patent Committee document discusses Applicant's 
conception of his invention, there is insufficient complete conception of all 
limitations of the current claims. Specifically, said document does not disclose 
Internet enabled mobile wireless communication devices, nor anything related to 
the Internet in general. 

Applicant fails to establish diligence after consideration of the written 
invention disclosure and before preparation of the specification and drawings by 
or on behalf of attorney or patent agent. Diligence of patent preparation is stated 
in terms of a general allegation. This is especially the case since the critical 
period when diligence must be shown appears to be lengthy. Thus, the evidence 
submitted is insufficient to establish diligence from a date prior to the date of 
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reduction to practice of the Jang et al. reference to either a constructive 
reduction to practice or an actual reduction to practice. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351 (a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1-2, 5, and 12 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Jogiekar et. al., U.S. Patent No. 5,535,258. 

Regarding Claims 1 and 5, Jogiekar et. al. discloses a radio telephone 
interface apparatus that allows a user to quickly dial stored telephone numbers 
(Abstract, Column 3 Lines 11-14). A single key is pushed a number of times 
corresponding to the directory location associated with the stored telephone 
number that the user wishes to call, and said telephone number is automatically 
dialed (Column 10 Lines 15-49, Figs. 3-8). It is inherent that the successive key 
inputs (and therefore the last key input) must be maintained for a certain time 
interval, for if a key is depressed for a short enough interval, the processor to 
which it is connected will not detect said key depression. This is the case 
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because the switch associated with said key will not be actuated if said key is not 
depressed for a minimum time interval. 

Regarding Claim 2, a stored directory telephone number is associated 
with sequential depressions of the same input key, as outlined in the rejection of 
Claim 1. 

Regarding Claim 12, Joglekar et al. discloses a radio telephone interface 
apparatus that allows a user to quickly dial stored telephone numbers (Abstract, 
Column 3 Lines 11-14). A single key is pushed a number of times corresponding 
to the directory location associated with the stored telephone number that the 
user wishes to call, and said telephone number is automatically dialed (Column 
10 Lines 15-49, Figs. 3-8). It is inherent that the successive key inputs (and 
therefore the last key input) must be maintained for a certain time interval, for if a 
key is depressed for a short enough interval, the processor to which it is 
connected will not detect said key depression. The wireless telephone of the 
invention has a processor, memory, and a keypad with a plurality of keys (Fig. 8). 
4. Claims 1-2, 5, 9, and 12 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Jang et. ai, U.S. Patent Application Publication 2002/0091754. 

Regarding Claims 1 and 5, Jang et al. discloses a procedure whereby a 
connection code is entered on a wireless telephone terminal's keypad, said code 
being a shortcut for a telephone number, said telephone number being dialed 
when the last button is held for a minimum time ([0054], Figs, 3-4). 

Regarding Claim 2, the combination of numbers in the code may be 
anything ([0055]), and thus a string of the same number is permissible. 
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Regarding Claim 9, Jang et al. discloses a method by which the user of 
an Internet-enabled cellular telephone can access a given URL (Abstract, Fig. 1). 
In order to access the site associated with the URL, the cellular telephone must 
transmit the URL. In particular, the depression of a particular key for longer than 
normal will load the website associated with the URL (which is stored in the 
telephone) that is associated with that particular key ([0057]). 

Regarding Claim 12, Jang et al. discloses a procedure whereby a 
connection code is entered on a wireless telephone terminal's keypad, said code 
being a shortcut for a telephone number, said telephone number being dialed 
when the last button is held for a minimum time ([0054], Figs. 3-4). The 
combination of numbers in the code may be anything ([0055]), and thus a string 
of the same number is permissible. The presences of a processor and memory 
are inherent to the wireless telephone of the invention. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a).A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

6. Claims 3-4, 6-8, and 13-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jang et al. in view of Tiilikainen, U.S. Patent No. 5,710,810. 

Jang et al. discloses every limitation of Claims 1 , 5, and 12, upon which 
Claims 3-4, 6-8, and 13-17 depend, respectively, as outlined above. 
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Jang et al. does not expressly disclose the feature whereby at least two 
separate telephone numbers are associated with one name one the wireless 
telephone's calling list. 

Tiilikainen discloses the feature whereby a given individual on the user's 
list may have more than one telephone number associated with him, in the 
context of quick dialing from a mobile telephone (Column 1 Line 62 to Column 2 
Line 11). 

At the time that the invention was made, it would have been obvious to 
one of ordinary skill in the art to modify the invention of Jang et al, by combining 
the feature whereby a given individual on the user's list may have more than one 
telephone number associated with him, with the feature of the invention of Jang 
et, al. in which different numbers of depressions of one input key causes the 
retrieval of different telephone numbers from memory, with the combined result 
of depressing a certain key any of a given number of times is the retrieval of one 
of many telephone numbers associated with one individual. 

One of ordinary skill in the art would have been motivated to make this 
modification because it would make it easier to memorize the key-individual 
correspondences, and because of the convenience of calling a given individual at 
any particular telephone number associated with that individual. 
7. Claims 10-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Jang et al. 

Jang et. al. discloses every limitation of Claim 9, upon which Claims 10-11 
depend, as outlined above. However, the embodiment of Jang et. al. used in this 
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rejection does not disclose the use of sequential depressions of the same input 
key. In another embodiment, Jang et al. discloses that the combination of 
numbers in the code used for speed-dialing may be anything ([0055]), and thus a 
string of the same number is permissible. 

At the time that the invention was made, it would have been obvious to 
one of ordinary skill in the art to combine these two embodiments of the invention 
of Jang et al. so that sequential depressions of one key result in the Internet- 
enabled cellular telephone accessing the URL associated with said number of 
sequential depressions of said key. 

One of ordinary skill in the art would have been motivated to combine 
these features because of the convenience offered to the user of being able to 
access a website with a small number of keystrokes, and because of the 
decreased probability of not reaching the website on the first attempt because of 
an accidental depression of the wrong key. 

8. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jang et. al. in view of Tiilikainen. 

Further in view of the rejection of Claim 17, upon which Claim 18 depends, 
Jang et. al. discloses that the combination of numbers in the code may be 
anything ([0055]), and thus said code may consist of two adjacent integers in the 
range 0 to 9. 

9. Claim 19 is rejected under 35 U.S.C, 103(a) as being unpatentable over 
Jang et. al. in view of Tiilikainen, further in view of Mager, U.S. Patent Application 
Publication 2003/0017839. 
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Jang et. al. in view of Tiilikainen discloses every limitation of Claim 13, 
upon which Claim 19 depends, as outlined above. 

Neither Jang et. al. nor Tiilikainen discloses the use of a mobile wireless 
communication device that has email features. 

Mager discloses a mobile electronic communication device that may store 
telephone numbers, email addresses, and URLs ([0027] Lines 1-3). 

At the time that the invention was made, it would have been obvious to 
one of ordinary skill in the art to modify the invention of Jang et. al. as modified 
by Tiilikainen by using a wireless telephone that stores email addresses in 
addition to telephone numbers and URLs. 

One of ordinary skill in the art would have been motivated to make this 
modification because of the increased flexibility offered to the user when he is 
able to store email addresses in his wireless telephone. 
10. Claims 3-4, 6-8, and 13-17 are rejected under 35 U!S.C. 103(a) as being 
obvious over Joglekar et. al. in view of Tiilikainen. 

The applied reference has a common assignee with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it 
constitutes prior art only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 
103(a) might be overcome by: (1) a showing under 37 CFR 1.132 that any 
invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not an invention "by another"; (2) a 
showing of a date of invention for the claimed subject matter of the application 
which corresponds to subject matter disclosed but not claimed in the reference. 
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prior to the effective U.S. filing date of the reference under 37 CFR 1 .131 ; or (3) 
an oath or declaration under 37 CFR 1 .130 stating that the application and 
reference are currently owned by the same party and that the inventor named in 
the application is the prior inventor under 35 U.S.C. 104, together with a terminal 
disclaimer in accordance with 37 CFR 1.321(c). This rejection might also be 
overcome by showing that the reference is disqualified under 35 U.S.C. 103(c) as 
prior art in a rejection under 35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 
706.02(l)(2). 

The rejection of these Claims is parallel to that of Paragraph 6 of this 
Office Action, with instances of "Jang et. al" being replaced by "Joglekar et al" 
1 1 . Claim 1 9 is rejected under 35 U.S.C. 1 03(a) as being obvious over 
Joglekar et al. in view of Tiilikainen, further in view of Mager. 

The applied reference has a common assignee with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it 
constitutes prior art only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 
103(a) might be overcome by: (1) a showing under 37 CFR 1.132 that any 
invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not an invention "by another"; (2) a 
showing of a date of invention for the claimed subject matter of the application 
which corresponds to subject matter disclosed but not claimed in the reference, 
prior to the effective U.S. filing date of the reference under 37 CFR 1 .1 31 ; or (3) 
an oath or declaration under 37 CFR 1.130 stating that the application and 
reference are currently owned by the same party and that the inventor named in 



Application/Control Number: 09/941 ,265 Page 
Art Unit: 2645 

the application is the prior inventor under 35 U.S.C. 104, together with a terminal 
disclaimer in accordance with 37 CFR 1 .321 (c). This rejection might also be 
overcome by showing that the reference is disqualified under 35 U.S.C. 103(c) as 
prior art in a rejection under 35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 
706.02(l)(2). 

The rejection of this Claim is parallel to that of Paragraph 9 of this Office 
Action, with instances of "Jang et. al." being replaced by "Joglekar et. al." 

Response to Arguments 
1 2. Applicant's arguments filed 30 September 2005, pertaining to diligence 
and conception, and the allowability of Claims 1, 5, and 12, have been fully 
considered but they are not persuasive. 

Regarding Applicant's argument pertaining to diligence and conception, 
the lack of mention of anything pertaining to the Internet in Motorola Patent 
Committee document indicates a lack of conception of the claimed invention, 
regardless of the existence of other devices at the time of the invention that 
combined two or more features of the claimed invention (in this case, cellular 
telephones and the ability to access the Internet) because the conception of an 
invention entails the mental act of explicitly combining every critical element of 
said invention together in a specific way, or ways. 

Regarding Applicant's argument pertaining to Claims 1 , 5, and 12, 
Applicant concedes that "Maintaining requires depressing the key for longer than 
is required to actuate the switch. Joglekar et. al. discloses no more than 
actuating the switch." First, Applicant does not recite anything equivalent to the 
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first quoted sentence in Claims 1, 5, and 12. Second it is correct that Joglekar 
et ai teaches merely actuating the switch, however, the last key input must be 
maintained for a minimum time interval for transmission to occur, since the act of 
"maintaining" constitutes keeping a key in a depressed state. Therefore, the 
limitation in question is met by Joglekar et al. 

Conclusion 

13. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Matthew W, Genack whose telephone 
number is 571-272-7541. The examiner can normally be reached on FLEX. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor. Fan Tsang can be reached on 571-272-7547. The fax 
phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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